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DETAILED ACTION 
Response to Amendment 

The amendment of August 22, 2006 changes the scope of claims. Because the 
preamble of amended claims is "A lubricant." Therefore, the Title of the invention and 
the Abstract are not descriptive. 
The new search has been made. 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - . 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 12 and 14-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schlosberg et al. U.S. Patent 5,744,434. 

The amended claims recite a lubricant comprising: (a) a base stock, and (b) an additive 
wherein the additive selected from the group consisting of: (i) and (ii), the additive 
functions as antioxidants or antioxidant boosters. The components (a) and (b)(i) and 
(b)(ii) are under Markush group practice. 

The examiner notes that there is no definition of radical "R" for (b)(ii) component. 

Schlosberg discloses a lubricant comprising at least one base stock and at least one 
synthetic ester composition, claim 13 at column 23. The base stocks are readable for 
being claimed fa) component, column 23 . lines 46-50. The synthetic ester composition 
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exhibits thermal and oxidative stability, col. 2, lines 66-67. The synthetic ester 
composition is polyol ester having high hydroxyl number, col. 3, lines 20-30; col. 4, lines 
67-67 and col. 5, lines 6-12. Polvol esters are readable for beino claimed (b)(\) additive . 
The polyol ester having hydroxyl numbers higher than 30 or 50, or 70 are readable at 
columns 16-18, Tables 4-6, for the present claims 14-16 . In addition, the lubricant can 
include amino-esters, amides, imides and axazolines . column 9, line 15. The present 
claims are fully anticipated by the disclosure in Schlosberg invention. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<lll in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 12 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pafford et al U.S. Patent 5,698,502. 

Pafford discloses lubricants comprising the base stocks admixed with various additive 
packages, column 1 , lines 23-25. The base stocks Include mineral oils, poly alpha- 
olefins, polyalkylene glycols, phosphate esters, diesters and polyol esters, column 1 , 
lines 26-30; and column 7, lines 59-67. The base stocks are readable for being claimed 
(a) base stock in the present claims . Polyol esters have been commonly used as base 
stocks, however, conventional synthetic polyol esters require the addition of additives to 
improve thermal/oxidative stability of the base stocks, column 1, lines 43-44 and 52-60. 
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The benefit to enhance thermal/oxidative stability was given to a polyol ester 
composition having higher unconverted hydroxyl groups, column 2, lines 59-67; column 
3, lines 40-50; column 4, lines 41-55. Synthetic polyol ester having high hvdroxvl 
number in the range of 5 to 180 is readable in the present claims 14-16 . The synthetic 
polyol ester composition is formed by reacting a polyhydroxyl compound with at least 
one branched and/or linear acid, column 5, lines 14-1 5. The acid can include adipic 
acid, azelaic acid, sebacic acid and dodecanedioic acid, column 7. lines 19-20. The 
additives selected from the polyol esters having high hydroxyl number are readable in 
the present claims for being ib) Ci) component . The unconverted hvdroxvl groups act as 
internal antioxidants , column 5, lines 31-32. 

It would have been obvious to one of ordinary skill in the art to use a lubricant oil 
composition in Pafford invention comprising a base stock and a polyol ester composition 
wherein the polyol ester can be selected for being equivalent to the present claim 12, 
and to consider that said polyol ester can have high hydroxyl number specified in the 
range in the present claims 14-16 for the purposes for obtaining the desired themnal and 
oxidative stability of the resulting composition. 

3. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schlosberg et al U.S. Patent 5,477,434 or Pafford et al U.S. Patent 5,698,502 as 
applied to claims 12 and 14-16 above, and further each in view of Ryer et al U.S. Patent 
5.185,090. 
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The primary references do not disclose sulfur-containing additive or a phosphorous- 
containing antioxidant. 

Ryer discloses a phosphorous- and sulfur-containing which are very effective in 
enhancing the anti-wear and anti-oxidation characteristics of oleaginous compositions, 
such as fuels and lubricating oils, column 13, lines 28-31, for the present claim 13. 
It would have been obvious to one of ordinary skill in the art to add a phosphorous- 
and/or sulfur-containing antioxidant of Ryer invention into a lubricant composition of 
Schlosberg invention and Pafford invention for the purposes to Improve of the anti-wear 
and anti-oxidant characteristics of the resulting lubricating oils in the absence of any 
unexpected results derived from said modification. 

4. Claims 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chou et al U.S. Patent 5.433,891 or Gutierrez et al U.S. Patent 4,702,850. 
References have been considered in the prior office action mailed on 06/05/2006. 
Chou does disclose hydrocarbon fuel that is readable for being (a) and a mixture of an 
iminoalcohol compound with an oxazolidine compound that is readable for being (b). 
The mixture of iminoalcohol with oxazolidine compound can be used to facilitate expose 
of an industrial fluid at low temperature, column 8, lines 21-24. It would have been 
obvious to one of ordinary skill in the art to consider that the mixture of an iminoalcohol 
compound and an oxazolidine compound can be functioned as antioxidant booster 
because said mixture is used to facilitate expose hydraulic fluid at low temperature. 
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Gutierrez does disclose mineral oil based stock (a) and the reaction product of di-ester 
with a sulfur-containing compound for being (b)(\\) in the present claims . Radical "R" In 
the present claims can include any alky! group and any derivative thereof. The 
composition in Gutierrez invention has wear resistance and oxidation inhibitions. 
It would have been obvious to pone of ordinary skill in the art to use mineral oil based 
fluid composition in Gutierrez invention and the reaction product of di-ester with a sulfur- 
containing compound that is readable for being (b)(ii) in the present claims, and, 
thereby, obtain the claimed requirement. 

Response to Arguments 

5. Applicant's arguments filed August 22, 2006 and October 1 0, 2006 have been 
fully considered but they are not persuasive. Arguments that neither Gutierrez nor Chou 
discloses the claimed reaction product of a polyol diacrylate and a general antioxidant 
YH are not persuasive. Claimed (b) additive is cited under Markush group practice that 
can be selected as a component having antioxidant property. Each reference discloses 
a luibricanting oil composition having antioxidant compound or being functioned as 
antioxidant booster. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 



Application/Control Number: 10/680,817 Page 7 

Art Unit: 1711 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Olga Aslnovsky whose telephone number is 571-272- 
1066. The examiner can nomially be reached on 9:00 to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomriation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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